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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action and the following second non-final Office Action is set 
forth. Applicant's cancellation of claims 1-22 and 24-43 and addition of new claims 44- 
79, filed January 30, 2008, have been received and entered in full. However, Applicant's 
amendments Introduced new matter, as stated below. 

Claims 23 and 44-79 are under examination. 

Response to Arguments 

Applicant's cancellation of claims 24-43 have rendered the claim objections of 
claims 26-43 on pages 2-3 of the Office Action mailed September 4, 2007 moot. 

Applicant's cancellation of claims 24-43 have rendered the 35 USC § 1 12, first 
paragraph rejection, with regard to written description, of claims 24-31 and 33-43 on 
pages 3-5 of the Office Action mailed September 4, 2007 moot. 

Applicant's cancellation of claims 24-43 have rendered the 35 USC § 112, first 
paragraph rejection, with regard to enablement, of claims 24-31 and 33-43 on pages 5-8 
of the Office Action mailed September 4, 2007 moot. 

Applicant's cancellation of claims 24-43 have rendered the 35 USC § 102 
rejection of claims 24-27 on pages 8-9 of the Office Action mailed September 4, 2007 
moot. 

Applicant's cancellation of claims 24-43 have rendered the 35 USC § 102/103 
rejection of claims 28-43 on pages 9-12 of the Office Action mailed September 4, 2007 
moot. 
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The Examiner ad^nowledges Applicant's statement regarding a typographical 
error on page 29 of the specification (see page 2, last paragraph of 'Remarks' filed 
November 15, 2007); however. Applicant is advised to file an amendment to the 
specification. See MPEP 714 (II) A and 37 CFR 1 .121(b). 

Claim Objections 

Claims 44, 53 and 62 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. The claims fail to 
further limit the method of claim 23. 

Claims 45, 54, 63 and 72 are objected to because of the following informalities: 
The claims recite the term "molecular components" It is unclear what constitutes 
"molecular components" and this term would be anticipated by the prior art. It is 
suggested that Applicant omits the term "molecular components". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112, first paragraph - Written Description 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of tlie invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 44-61 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Independent claims 44 and 53 are drawn to methods of producing a maize plant 
wherein said method utilizes the step (step (b)) of backcrossing the trigeneric hybrid at 
least once to a maize plant. The specification only teaches the trigeneric hybrid 
backcrossed to a Tripsacum-teosinte hybrid (namely Tripsacorn). See page 22, lines 
21-30 of the specification where it discloses lines '3028' and 7022' which are trigeneric 
hybrids backcrossed to Tripsacorn (i.e. a Tripsacum-teosinte hybrid). There does not 
appear to adequate written description support for the backcrossing the trigeneric hybrid 
at least once to a maize plant. Accordingly, the claims are directed to NEW MATTER. 

Dependent claims 45-52 and 54-61 are included in the rejection because as 
there is no literal support for the claimed methods, there is no literal support of any 
plants produced by the claimed methods. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim 23 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 6,617,492. Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because the method of U.S. Patent No. 6,617,492 and the method of the instant 
application both use the same restriction fragments to identify plants that have alleles of 
Tripsacum/teosinte hybrids. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

(1 ) Claims 44-70 rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Eubanks (U.S. Patent No. 5,330,547, July 19, 1994), in view of Eubanks (Theor AppI 

Genet 94: 707-712, 1997). The claims read on a method for producing a maize plant, 
wherein said maize plant is produced by cross pollinating a maize plant with either a 
(Tripsacum x teosinte) plant or a (teosinte x Tripsacum) plant to produce a trigeneric 
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hybrid maize plant, backcrossing said hybrid plant at least once to a maize plant, and 
screening said maize plant for the presence of one or more restriction fragments. 

Eubanks (1994) teaches crossing a maize plant with a (teosinte x Tripsacum) 
plant (see, for example, column 3, line 64 to column 4, line 2, where it teaches "Zea 
diploperennis [i.e. teosinte] and Tripsacum dactyloides have been crossed to produce a 
novel hybrid referred to as Tripsacorn...[a] bridging mechanism to transfer Tripsacum 
genes into maize is provided by Tripsacorn which is cross-fertile with maize [and] 
promises to improve corn by imparting numerous beneficial characteristics including 
pest resistance and drought tolerance") and backcrossing (see, for example, column 2, 
lines 30-34, where it teaches "introgression of Tripsacum genetic material into 
maize. ..has required years of complicated, high risk breeding programs that involve 
many backcross generations to stabilize desirable Tripsacum genes in maize". One of 
ordinary skill in the art would appreciate that trigeneric hybrid plants can be 
backcrossed at least once to a maize plant and, in addition, would understand that such 
a backcross would stabilize desirable Tripsacum genes as taught by Eubanks.). 

Eubanks (1994) does not teach screening maize plants for the presence of one 
or more restriction fragments. 

Eubanks (1 997) teaches screening plants for the presence of one or more 
restriction fragments (see, for example, page 780, 2"^^ column, 1^'full paragraph where it 
teaches "[m]apping experiments combining... QTLs and molecular marker loci... have 
identified over 50 restriction fragment length polymorphisms (RFLPs) that distinguish 
advanced maize from its putative ancestor, annual teosinte". Also, see, for example. 
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page 709, Table 1 where it teaches markers used to characterize Tripsacum x teosinte 
hybrids). 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of Applicant's invention to combine the above teachings to produce the claimed 
invention. 

One of ordinary skill in the art would have been motivated to combine these 
teachings because Eubanks (1994) teaches[t]he limited fertility of maize-Tripsacum 
hybrids presents a significant biological barrier to gene flow between these 
species... and [a]n effective procedure to transfer Tripsacum germplasm into maize has 
been needed by maize breeders and geneticists for many years (see column 2, lines 
28-40). 

In addition, one of ordinary skill in the art would have reasonable expectation of 
success based on the success of Eubanks (1994) in crossing Tripsacorn with maize 
(see, for example, column 3, line 64 to column 4, line 3, where it teaches "[a] bridging 
mechanism to transfer Tripsacum genes into maize is provided by Tripsacorn which is 
cross-fertile with maize". 

(2) Claims 44-70 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eubanks (U.S. Patent No. PP7,977, September 15, 1992), in view of Eubanks (Theor 
AppI Genet 94: 707-712, 1997). The claims read on a method for producing a maize 
plant, wherein said maize plant is produced by cross pollinating a maize plant with 
either a (Tripsacum x teosinte) plant or a (teosinte x Tripsacum) plant to produce a 
trigeneric hybrid maize plant, backcrossing said hybrid plant at least once to a maize 
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plant, and screening said maize plant for the presence of one or more restriction 
fragments. 

Eubanks (1992) teaches crossing a maize plant with a (teosinte x Tripsacum) 
plant (see, for example, column 2, lines 14-21 , where it teaches "Tripsacorn evidently 
provides a natural bridge for introducing Tripsacum germ plasm Into corn...[t]he results 
of crossing Tripsacorn... to corn were distinctly different from the results of crossing the 
patented plant Sun Dance... to corn". One of ordinary skill in the art would understand 
that this teaches that maize can be crossed with Tripsacum x teosinte plants because 
as discussed above Tripsacorn is produce from a cross from Tripsacum x teosinte) and 
backcrossing (see, for example, column 2, lines 9-1 1 , where it teaches "[i]n preliminary 
field trials of backcrosses to a commercial corn line, drought tolerance and enhanced 
pest resistance were observed in the F1 generation". One of ordinary skill in the art 
would appreciate that trigeneric hybrid plants can be backcrossed at least once to a 
maize plant.). 

Eubanks (1 992) does not teach screening maize plants for the presence of one 
or more restriction fragments. 

Eubanks (1997) teaches screening plants for the presence of one or more 
restriction fragments (see, for example, page 780, 2"^ column, 1^' full paragraph where it 
teaches "[m]apping experiments combining... QTLs and molecular marker loci. ..have 
identified over 50 restriction fragment length polymorphisms (RFLPs) that distinguish 
advanced maize from its putative ancestor, annual teosinte". Also, see, for example. 
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page 709, Table 1 where it teaches markers used to characterize Tripsacum x teosinte 
hybrids). 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of Applicant's invention to combine the above teachings to produce the claimed 
invention. 

One of ordinary skill in the art would have been motivated to combine these 
teachings because Eubanks (1992) teaches "Tripsacorn... provides a natural bridge for 
introducing Tripsacum germ plasm into corn" (see column 2, lines 14-15). 

In addition, one of ordinary skill in the art would have reasonable expectation of 
success based on the success of Eubanks (1992) in crossing Tripsacorn with corn (see, 
for example, column 2, lines 18-21 where it teaches "[t]he results of crossing 
Tripsacorn... to corn were distinctly different from the results of crossing the patented 
plant Sun Dance... to corn". 

(3) Claims 71 -79 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Eubanks (Theor AppI Genet 94: 707-712, 1997), in view of Eubanks (U.S. Patent 
No. PP7,977, September 15, 1992). The claims read on a method of identifying one or 
more molecular marker loci associated with a phenotypic trait of interest in maize. 

Eubanks (1997) teaches a method of identifying one or more molecular marker 
loci associated with a phenotypic trait of interest in maize comprising (a) screening a 
population of plants introgressed by Tripsacum-teosinte or teosinte-Tripsacum to 
determine expression of a phenotypic trait of interest (see, for example, page 708, 
'Materials and methods' where it teaches an F2 Tripsacorn derived from selfing F1 
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Tripsacorn and the use of RFLP probes listed in Table 1 . One of ordinary skill in the art 
would understand that the F2 Tripsacorn is a segregating population and that the RFLP 
markers listed in Table 1 are used to screen for phenotypic traits of interest); (b) 
distinguishing plants that exhibit a trait of interest from plants that do not exhibit said 
trait of interest (see, for example, page 709, 2nd column, 1st paragraph where it 
teaches unique Tripsacum loci in the Tripsacum-teosinte hybrids that map to maize 
chromosomes wherein phenotypic traits of interest include such traits as ear 
morphology and glumes, for example); (c) genotyping each plant with RFLP marker 
restriction enzyme combinations, (d) determining the presence of one or more 
restriction fragments in plants and (e) identifying one or more marker-enzyme restriction 
fragments (see, for example, page 710, Table 2 where it teaches the presence and 
identification of RFLP marker restriction enzyme combinations such as UMC1 1 , for 
example). 

Eubanks (1997) does not teach plants with disease resistance and drought 
tolerance. 

Eubanks (1992) teaches plants grown from Tripsacorn x corn that are more 
tolerant to drought and resistant to plant pests (see, for example, column 2, lines 25- 
31). 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of Applicant's invention to combine the above teachings to produce the claimed 
invention. 
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One of ordinary skill in tlie art would have been motivated to combine these 
teachings because Eubanks (1992) teaches "Tripsacorn... provides a natural bridge for 
introducing Tripsacum germ plasm into corn" (see column 2, lines 14-15). 

In addition, one of ordinary skill in the art would have reasonable expectation of 
success based on the success of Eubanks (1992) in crossing Tripsacorn with corn (see, 
for example, column 2, lines 18-21 where it teaches "[t]he results of crossing 
Tripsacorn... to corn were distinctly different from the results of crossing the patented 
plant Sun Dance... to corn". 

Conclusion 

No claims are allowed. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEITH O. ROBINSON whose telephone number is 
(571)272-2918. The examiner can normally be reached Monday - Friday, 7:30 a.m. - 
4:30 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at (571) 272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Keith O. Robinson, Ph.D. 
Examiner 
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